IN THE UNITED STATES PATENT ANB TRADEMARK OFFICE 



Appiicant: 


Patricia SALVATI eta/. 


Docket No: 


373987-0(HUS (396982) 


Scria! No.; 


10/541,195 


Conflnnation No.; 


7746 


Filed: 


June 30, 2005 


Groitp Alt Unit: 


1617 


For: 


ALFHA-AMINOAMIDE 

»:eri%^atives irSEFUL AS 
ANTIMIGRAINE AGENTS 


Examiner; 


Sahar JAVANI\'t/\RD 



APPLICATION FOR PATENT TERM ABJDSTMENT INCLUDING REQUEST FOR 
RECONSlDERATfON UNDER 37 CFR § lJ05{b) 

Mail Stop: Issue Fee 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13- 1450 

Sir: 

This is a request for reconsideratioji of the pateat term adjustttient of 259 days set forth in the 
Detcrinination of Patent Term Adjustment under 35 US.C. § 154(b) that was attached to the Notice of 
Altowance mailed on November 2, 20ii9 tor tiie above-referenced patent application, it is respectftiOy 
requested that applicants be granted a minimum patent term adiustment of 697 days> which may be extended 
based on the actuai date of issuance of a patent for the above-referenced application . 

The issue fee is being paid concurrently herewith. 

Applicants submit herew'ith a ''Statement Under 37 CFR § 1 ;702tb)(2y*. 

in accordance with 37 CFR §i;705fb)(n, please clmrge the fee set forth in 37 CFR §l . i8(e) 
($200.00) lo Dechert LLP Deposit Account No. 50-2778 (373987-0()4US (396982)), 

Applicants kindly request gmxt of this application. 



Respectfiiliy submittedj^ 



Unit: JaimaiT 15^ 2010 




Stefan M. Miller 

Reg. No, 57,623 

DECHERT LLP 
Customer No, 37509 

Tel: 2i2,69S3627 
Fax: 21 2.698.3599 
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IN THE UNITE© STATES PATENT AND TRADEMARK OFFICE 



Fairicia SALVATUn^?/. 



Dockef No: 



373987^004US (396982) 



Serial No,: 



10/541,195 



ConfeiatTon No,: 



7746 



Filed: 



Jufie 30, 2005 



Group Art Unit: 



1617 



For: 



ALPBA-AMINOAMIDE 
DERIVATI VES USEFUL AS 
ANTIMIGRAINE AGENTS 



Examiner: 



Sahar JAVANM ARB 



STATEMENT UNDER 37 CFR § 1J05(I»(2) 



Mail Srop: Issue Fee 

Commissioner for Patents 
P.O. Box 1450 
Abxaiidria, VA 22313-3450 

Dear Sir: 

This statCTOCTt is respectfiyiy submitted in si^pport of the ''Appiicatioti for Patent Term 
Adjustmem Including Request for Reconsideration Under 37 CFR § 1 .705(b)'' for the above -referenced 
patent appiicarioa. la view of the fblbwiug, it is respeciMly requested that appiicaats be granted a 
BiimmuBi patent term adjustment of 697 days . 

The patent temi adjustment on the Determinanon of Patent Term Adjnsiment Under 35 U,S.C. 
§ i 54(b) C*PTAS Sheet'*) tliat was attached to ti^e Notice of Allowance and which is submitted herewith 
as Exhibit A, is 259 days. "Ffaat detemiination projected that the patent would issue on May 1 1 , 20 iO 
(the Tuesday before the date that is 28 weeks after the November 2, 2009 mailing date of that notice). A 
copy of the Office's caieuiation for the 259 days, printed from PAIR, is snbmiited herewith as 
Exhibit B, 

This detemiination of 259 days is in error; as further elaborated below, the Office {/) fiiiled to 
tiike certain action within the time frame specified in 37 CFR § 1 ;702(a) and (U) tailed to issue a patent 
within three years of the actual filing date of the above-re&renced appiication in accordance with 
37 CFR § L702(b). See Wymh ik Kappas, No. 2009-1120 (Fed, Cir, im 7, 2010). What follows is a 
statement of the facts involved specifying the correct patent term adjustment and the basis for the 
tdjastment under 37 CFR § L702, The statement includes the televant datc^ as specified in 37 CFR § 
i.703(a>"(e) for which adjustment is sought, and the adjustment as specified in 37 CFR § L703(f) to 
which the patent is entitled, and any circumstances during the prosecution of the appMcation resulting in 
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the patent tiiat coBStitutes a faifurc to cngi^ge iii reasoHabie cffoits to conclude processing or 
examination of such application as set forth in 37 CFR § i.704. The application is iiot suhicct to a 
terminal disckimer. 



A. 14 Month Del ay umier 37 CFR Si; lJQ2fa> and 1Je3(a> 

Pursuant to 37 CFR §§ L702(a)(l) and L703(aK l), applican ts arc emitled to aperiod of patent 
term adiustniem due to the feiiurc by the Office io mm\ m action under 35 U.SC § 132 not later than 
14 mottths after the date ihc application fulfilicd the requirements of 35 U,S.C, § 37i (i.e., him 30, 
2005) (hereinafter 14 Moatfe Delay"), A request for early processing imder 35 IIS.C. § 371{f) was 
filed for the present application on June 30, 2005. Applicants £^gree with the Office*s ciilctilation shown 
in Exhibii B that the 1 4 Month Delay is 41 S days. 

The Office foiled to mail an action under 35 VS£. § 132 until October 22, 2007, A.pplicaii£s 
are entitled to a period of patent temr adjnstmeut beginniag on the day after the date that is 14 months 
after the date on which the above-referenced application fulfilled the requirements of 35 U.S.C § 371 , 

August 31, 2006, and ending on the date of mailuig of an action under 35 U.S.C. §132, Le., October 
22, 2007, Accordingly, tiie period of patent term adjustment due to the 14 Month Delay by the Office is 
418 days , 

B. 3 Year Delay under 37 CFR SS 1 JOZf b) and l >703(b> 

Piirsi^ant to 37 CFR §§ 1 :702{b) and L703(b), applicants arc entitled to a period of patent term 
adj ustnient due to examination delay for the nuinber of day s in the period begSnni^g on the day a fter the 
date that is three years after die date on whieh die national stage eommenced under 35 §371(b) 
or (f) (i-.e., June 30, 2005). The Office has declined, pursuant to novv-current practice, to calculate **B" 
delay prior to issuance. Nonethekss, to preserve rights, applicants disag ree witfa any USFTO 
caieulation that will differ from that set o^jt below. 

Applicants are entitled to a period of patent term adjustmem pursuant to 37 CFR §§ 1 .702(b) 
and 1 J03(b) due to examination delay for the number of days in tiie period beginning on the day after 
the date that is three years after Jutie 30, 2(K)5, when ti>e above-referenced application commenced the 
national stage imder 35 tlS,C, § 371 (b) or (f), oJid ending on the date a patent is issued f '3 Years 
Delay'*). Howex^r, pui-suam to 37 CFR § 1 .703(b)(1 ), tbis period does not include the number of days 
in the period beginmng on the date on which a lequesi for continued examination of the application 
under 35 VS£. 132(b) was filed {i.e, September 1 1, 2009) and ending on tbe ctote the patent wm 
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issued. Thus, appiicaJits are entitled to a period of patent temi adiustmcnt beginning on Jiiiy 1, 2008 
(the day after the date that is three years after June 30, 2005, the date that the national stage 
commeiiced), and ending September 1 1 , 2009 (the dale the application entered continued proj>eciUion 
(see 37 CFR § i J03(b)( 1 ))). This period is 438 days in length. 

As indicated in the Notice of Allowance, a parent is projected to mm on May 1 1, 2010, but 
inay issue earlier or later depeBding on the circumstances of publieatioi^ The period of examination 
delay will ng| be extended or reduced depending on the actual date of issuance of a patent from the 
above-fcfereiiced appheation, because the entire period from September 1 1 , 2009 niuil the actual issue 
date will be excluded pursuant to 37 CFR § 1 :703(b)( I ), Accor dhigly , the emkc period of 3 Yoms 
Deby is 438 days. 

C. Exclusioit of Over^at^i>ing Delay tinder 37 CFR S L703(O 

Applicants are not etititled to a period of patent term adjusfenent to the extent that the periods in 
37 CFR. § L702 (14 Month Delay and 3 Yea?^ Delay) overiap pursuant to 37 CFR § 1 .703(f) 
("Ovcrkppmg Delay''). Havhig declined, piirsmnt lo now-curtcul pniclk^e, £o calculate '*B" delay prior 
to issuance, the Office has not expressly calculated potential overlap. Nonetheless, to preserve rights, 
applicants disagree with any USPTO catcniation thsrt will di^r from that set out below. 

The Overlapping Del ay consi sts of the period of time when the 14 Month Delay overlaps the 3 
Years Delay, fee Wyeih v. Kappos, No. 2009- H 20 (Fed. Clx\ Ian 7, 2010) {slating ai p. 8 that ''ji]f an A 
delay occi^rs oi^ one day and a B delay occurs on a different day, tiiose two days do not 'overfap' under 
section 1 54(b)(2)/'). The period of 14 Montli Delay began on August 3 \ , 2006 and ended on October 
22, 2007, wlien an action imder 35 U.S.C. § 1 32 was mailed. 'Fhe 3 Years Delay began on July i. 2008 
and ended on September I U 2009. There is no overlap Ix^tween these two periods. Applicants have 
illustrated this graphically in the iimdiBC provided as Exhibit C. 

Accordingly^ appUcants submit thai the total patent term adjusitnent imder 37 CFR § L702 is 
the sum of tl^e 14 Mo«th Delay and the 3 Years Delay (856 days) less 0 days of overlap, or 856 davs . 
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1. 



Extlusioii gf Applkaiit Petav tmder 37 CFR L703(fl md L704 



Applicants aJXJ not entitled to a period of patent mem adjustni^nt to the extent that they failed to 
CTigage in reasonable efforts to coiickide prosecution of the appiicadoo pursuant to 37 CFR §§ 1 ;?03(f) 
and 1 J04 ("Appiicant Delay"). Appiicaivis agree witli the Office's calculation of Applicant Delay of 
159 days as shown in Exhibit B. 

F* Total Patent Term Adiastmeiit 

Pursuant to 37 CFR § i .703(f), tfee total patent term adjustniem is 418 days of 14 Month Delay, 
plus 438 days of 3 Years Deby, minus 0 days of Owrlappmg Delay, minus 159 days of Applicant 
Delay, for a tola! of 697 davs . 

Coiichisioii 

In xdew of the foregoing, it is respectliilly requested that this Application for Patent Tenn 
Adj ustment be favorably considered and that a correeted Determittation of Patent Term Adjustment be 
issued to inflect a patent temi adjustment of 697 days . 

Respectfully sitbiiiitted. 




Stefan M. Milfer 
Reg. No. 57,623 



DECHERT LLP 
Citstomer ISo, 37509 
Tei: 212.6983627 
Fax: 212.698.3599 
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Exhibit A 




UNrfED States Patent and Trademark Omcu 



t:att«d Stisit-s Fsitcnt ami l^-adsa>m-k IM^ct 



At'PLK::^ : iO?S NO. 




riRST NV\M3^X? iNVS;?^ rOR 


AX:£OR>i:>Y iXK:K3^ NO. 


<::<)Ni=:RMATia?i NO 










7746 



DECHERT LI P 
RO, BOX 39m60 

MOUNl'AiN VIEW. CA 94039^(50 



ART ^INVV 



Kip 



Beterininafio]) of Pateirt Term Adjustment under 35 liS*C 154 (b) 

(appiication filed on or alter May 29, 2000) 

The Patent Term Adjustment to date is 259 day(s). If the i?5.sue fee is paid on the date that h three months after the 
mailing date of this fiotice md the patent issues on the Tuesday before the date that is 28 vveelc^ {'.six and a half 
months) after the mailing date of thh notice, the Patent Tenn Adjustment wiil be 259 day(s). 

If a Continued PfOHecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed infonnation by accessing the Patent Appiication Infonnation Retrieval 
(PAiR) WEB site (http:%air,uspto,gov). 

Any quejitions regarding the Patent Term Extension or Adjustment deteiminafcion should be dkected to the Office of 

Patent Legal Admini^^tration at (571)"272"77C)2. Questions i^elating to issue and publication fee payments should be 
directed to the Cuj^tomer Service Center of the Office of Patent Publication at l-(888)-786-0i01 or 
(571)^272^4200. 
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10/541>195 ALPHA-AiVUNQAMtDE DERIVATIVES USEFUL AS ANTIWItGRAlNE AGENTS 1 1-10-2009::1S:10:3S 

Patent Term Adjustments 



Patent Term Adjustment (PTA) for Application Number: 10/541,195 



mng or 37i(c)Date: 06-30-2005 
Issue Date of Patent: 

P re-Issue Petitions (days): -^0 

Post-Issue Petitions (days): +0 

USPTO Adjustment{days): +0 



USPTO Deiay (PTO) Delay (days): 
Three Years: 

Applicant Deiay (APPL) Deiay (days): 
Tota! PTA (days): 
Expfanatjon Of Catculations 



418 

159 
259 



Patent Term Adjustment History 



Date Cont ent s Descript ton 

11- 02-2009 Mail Notice Of AMowance 
09-30-2009 Document VerificaUon 

09-30-2009 Notice of Allowance Data Verification Compieted 

09-30-2009 Case Docketed to ExamHier In GAU 

09-28-2009 Examiner's Amendment Communication 

09-23-2009 Date Forwarded to Examiner 

09-23-2009 Date Forwarded to Examiner 

09- 1 1 -2009 Request for Continued Examination (ROE) 

-^-2 ->nAQ DiSPOSALFORA RCE/CPA/129 (express abandonment 

09-23-2009 .^^j^^j 

09-11-2009 Request for Extensjon of Time - Granted 

09-11-2009 Afffdavit(s) {Ruie 131 or 132) or Exhibit{s) Received 

09-11-2009 Workfiow - Request for RCE - Begin 

03-12-2009 Mall Fmaf Rejection (PTOL - 326) 

03-11-2009 Fina! Rejection 

1 2- 09-2008 Information Disciosure Statement considered 

12-09-2008 Information Disclosure Statement (IDS) Filed 

12-17-2008 Date Forwarded to Examiner 

12-09-2008 Respanse after Non-Flnai Action 

12-09-2008 Information Disclosure Statement (IDS) Filed 

09-18-2008 Mail Non-Fina^ Rejectfon 

09-15-2008 Non-Fmal Rejection 

05-21-2008 Information Disclosure Statement considered 

05-21-2008 Reference capture on IDS 

07-02-2008 Date Forwarded to Examiner 

05-21-2008 Response after Non-Finai Action 

05-21-2008 Request for Extension of Time - GrBnted 

05-21-2008 Information Disclosure Statement (IDS) f iled 

05-21-2008 Information Disciosure Statement (IDS) Filed 

1 ^ ->nAo Change In Power of Attorney (May Include Associate 

POA) 

03-12-2008 Correspondence Address Change 
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Exhibit C 



